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Serial No.: 09/391 ,869 Examiner: Mark T. Henderson 
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Title: POCKET INSERT FOR BOUND BOOK 

Reply Brief Pursuant to 37 C.F.R. §1.193 

Mail Stop Appeal Brief - Patents 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

With respect to the Examiner's Point No. 1 , Appellant knows of no related 
appeal or interference which will directly affect or be directly affected by or have a 
bearing on the decision in the pending appeal. 

Appellant takes issue with one statement made by the Examiner at his 
Point 1 1 regarding Appellant's argument as to the propriety of the rejection of Claim 35 
under 35 U.S.C. 102. In Appellant's brief, the argument was made that there is no 
support in the reference (Michlin, US 5,141 ,252) for the assertion that the insert of the 
reference "is printed after assembly". The Examiner at page 5, lines 1-5, states that "this 
feature is not recited in the claims" and further that "Appellant does not disclose in the 
claims whether the insert is inserted in the printer/copier before or after it has been 
assembled". 

The quoted passage of Appellant's brief was there to make the point that 
whereas Claim 35 recites a limitation that the insert perse is of a thickness rendering it 
passable through a copier, there is no clear teaching in the reference that its insert has 
the same thickness property. Appellant's point was that since the reference did not 
teach an insert of the recited thickness the rejection under U.S.C. 102 could not stand. 


Appellant further takes issue with the Examiner's position that the claims 
do not disclose whether the insert is inserted into the printer/copier "before or after it has 
been assembled." Whether the insert is inserted into a printer/copier before or after 
assembly is not material to the issue of whether the claimed insert (comprising the 
sheets and adhesive as recited in Claim 35) has the thickness as recited in the Claims. 
Moreover, independent Claims 32 and 34-36 all recite that the insert (that is, the article 
claimed) has a thickness rendering it passable through a printer/copier "in sequence 
with a sheet of paper." From this language, it is at least implicit that the claimed insert 
can be inserted into the printer/copier after assembly. 
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Rochester, New York 14604 
(585) 232-6500 


Date: March 10, 2005 


